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General: 
The emphasis in this course will be on creative, domestic and foreign 
licensing arrangements, involving licensing patents, trade secrets and 
trademarks (including franchising), understanding and drafting some of the 
more important basic clauses, valuation and royalty determinations, actual 
licensing situations, antitrust and misuse problems, international licensing 
and negotiation and administration of license agreements. 
 
This course will include both licensing your client's intellectual property 
rights (IPRs) to another and licensing IPRs from another to your client. 
 
A technological background is not a prerequisite, but some knowledge of 
intellectual property law (patents, trade secrets and trademarks) is necessary 
for this course. 
 
Grade: 
40% — Creative Licensing Problem 
60% — Final Exam 
 
Course Materials: 
1. Photocopied Course Materials  
2. Materials On Reserve in Library 
3. Drafting Patent License Agreements, Brian G. Brunsvold, Dennis P. 

O’Reilley, Fifth Edition.  
 



 
 
 
 

 
 
OBJECTIVES: 
 
1. Be familiar with basic concepts and principles in the field of technology 

licensing. 
  
2. Be able to think in terms of technology licensing concepts and principles. 
 
3. Correctly use terminology related to technology licensing. 
 
4. Be familiar with sources of information, tools and techniques involved in 

the technology licensing process. 
 
5. Be able to analyze and resolve technology licensing issues and problems 

as might arise in real life. 
 
6. Understand that technology licensing can be a very creative activity that 

is very useful in developing business strategies. 
 
7. This course relates to and enhances other courses, such as, Contracts, 

Patents and Trade Secrets, Trademarks and IP Management, which you 
have already taken, are taking now or will take in the future. 

 



 
 
 
 

 
 
CLASS 1. THURSDAY, SEPTEMBER 6, 3:00-5:00PM 
Introduction to Course 
Licensable Properties 
Integration of IPRs 
 Reading assignment: 
 1. Jay Dratler — “Overview of Intellectual Property” — ON 

 RESERVE 
 2. Course Materials, pp.1-29 
 3. Brunsvold, Appendix A 
 
CLASS 2. THURSDAY, SEPTEMBER 13, 3:00-5:00PM 
Historical and General Background 
 Reading assignment: 
 1. Basil Bard — “The Historical Role of Licensing...” — ON 

 RESERVE 
 2. Course Materials, pp.30-52 
 
CLASS 3. THURSDAY, SEPTEMBER 20, 3:00-5:00PM 
Patent Licensing 
 Reading assignment: 
 Course Materials, pp.53-70 
Drafting Patent License Agreements 
 Reading assignment: 
 1. Course Materials, pp.71-77 
 2. Brunsvold, Chapters 1-6 
 
CLASS 4. THURSDAY, SEPTEMBER 27, 3:00-5:00PM 
Drafting Patent License Agreements (continued) 
 Reading assignment 
 1. Course Materials, pp.78-98 
 2. Brunsvold, Chapters 7, 9, 11-16 
 
CLASS 5. THURSDAY, OCTOBER 4, 3:00-5:00PM 
Drafting Patent License Agreements (continued) 
 Reading assignment: 
 1. Brunsvold, Chapters 17-18, 20 
 2. Brunsvold, Appendices B-E (OPTIONAL) 



 
 
 
 

 
 
CLASS 6. THURSDAY, OCTOBER 11, 3:00-5:00PM 
IP Valuation and Royalty Setting 
 Reading assignment: 
 1. Martin Landis — “Pricing...Technology” — ON RESERVE 
 2. Tom Arnold — “100 Factors...” — ON RESERVE 
 3. Course Materials, pp.100-127, APPENDICES pp.477-488 
 4. Brunsvold, Chapter 10 
 
CLASS 7.  THURSDAY, OCTOBER 18, 3:00-5:00PM 
Clock Calculator and Gould Laser Patents Case Histories 
 Reading assignment: 
 Course Materials, pp.128-136, 137-140 (OPTIONAL) 
 
CLASS 8. THURSDAY, OCTOBER 25, 3:00-5:00PM 
Trade Secrets 
 Reading Assignment: 
 Course Materials, pp.141-160, APPENDICES pp.489-492 
 
CLASS 9. THURSDAY, NOVEMBER 1, 3:00-5:00PM 
Trade Secret Licensing 
 Reading assignment: 
 1. Ken Payne — “Trade Secret Licensing” — ON RESERVE 
 2. Course Materials, pp.161-215 
 3. Brunsvold, Appendices F, H (OPTIONAL) 
Illustrative Licenses 
 Reading assignment: 
 Course Materials, pp.216-247 
 
CLASS 10.  THURSDAY, NOVEMBER 8, 3:00-5:00PM 
Trademark Licensing 
 1. Siegrun Kane — “Assigning a Trademark” — ON RESERVE 
 2. Siegrun Kane — “Licensing a Trademark” — ON RESERVE 
 3. Course Materials, pp.248-264 
Franchising 
 Reading assignment: 
 Course Materials, pp.265-277 
 



 
 
 
 

 
 
CLASS 11. THURSDAY, NOVEMBER 15, 3:00-5:00PM 
Misuse and Antitrust Considerations 
 Reading assignment: 
 Course Materials, pp.278-296, 360-361, 296-381 (OPTIONAL) 
 
CLASS 12. THURSDAY, NOVEMBER 29, 3:00-5:00PM 
International Licensing/Technology Transfer 
 Reading assignment: 
 1. William Brunet — “International Licensing and Technology 

Transfer” — ON RESERVE 
. 2. Course Materials, pp.382-457 
 3. Brunsvold, Chapter 22 
 
CLASS 13. THURSDAY, DECEMBER 6, 3:00-5:00PM 
Due Diligence, Licensing Negotiations, Bankruptcy and Licenses and 
Administration of Licensing Program 
 Reading assignment: 
 1. William Venema — “Intellectual Property Due Diligence” — ON 

RESERVE 
 2. Course Materials, pp.458-476 
 
FINAL EXAM 
Open book exam.  Bring any materials you want. 
 
KFJ/Ruh/8.21.07 
 



 
 
 
 
 
 
 

TABLE OF CONTENTS 
TECHNOLOGY LICENSING 

FALL 2007 
KARL JORDA 

DAVID RINES PROFESSOR OF IP LAW  
 
I. LICENSABLE PROPERTIES 

1.  Jay Dratler — “Overview of Intellectual Property” — ON RESERVE 
2.  The American Patent System, p.1 
3.  Executive Summary, p.2 
4.  Intellectual Property & Intellectual Property Rights, p.3 
5. Corporate Patent Management Process, p.5 
6. Integration Strategy for IPRs, p.6 
7.  Integration, p.8 
8.  Karl Jorda — “Patents and  Monopolies...”, p.9 
9.  Karl Jorda — “Patents and Monopolies”, p.12 
10.  Patents and Monopolies, p.14 
11.  Carl Schenck v. Nortron, p.15 
12.  Karl Jorda, WIPO/UNITAR Talk, p.20 
13.  Karl Jorda — “Tenets & Truisms”, p.29 

 
II. HISTORICAL AND GENERAL BACKGROUND 

1. Basil Bard — "The Historical Role of Licensing ...” — ON RESERVE 
2.  Levels of Tech Transfer, p.30 
3.  Tenets and Truisms about Tech Transfer, p.31 
4.  Willingness/Reluctance to License, p.32 
5.  Reasons for Licensing, p.33 
6.  Homer Blair — “Licensing”, p.34 
7.  How to Face Third-Party Patents, p.39 
8.  Types of License Transactions, p.40 
9.  Spectrum of Licensing, p.41 
10.  Kinds of Licenses, p.42 
11.  Developments and Trends, p.44 
12.  Karl Jorda — “Intellectual Property Licensing...”, p.45 
 

III. PATENT LICENSING 
1. Kinds of Patents, p. 53 
2.  Patent Act, Sec. 261, 262, p.54 
3. Assignment, p.55 
4. Recording Patent Licenses, 56 
5. When a License May Be Granted, p.57 
6.  Licensing of Patent Applications, p.58 
7.  Who May Grant a License, p.59 
8.  How a License May Be Granted, p.60 
9.  Implied Licenses, p.61 
10.  Karl Jorda — “Relationship  and Conduct...”, p.62 
11.  Compulsory Licenses, p.70 
 

 



 
 
 
 

 
 
IV. DRAFTING PATENT LICENSE 

1.  Inescapable Uncertainty Principle, p.71 
2.  Operative Language, p.72 
3.  The All-Important Grant Clause, p.73 
4.  Grant of Assignment, p.76 
5.  Non-Exclusive Licenses, p.77 
6.  Licensing Strategies, p.78 
7.  Karl Jorda — “Assignment vs. Exclusive License”, p.79 
8.  Better Alternatives for the Common “Best Efforts” Clause, p.82 
9. Ways to Protect Licenses from Third-party Dominant Patent Risks, p.87 
10.  A Trouble-free MFL Clause, p.91 
11.  Additional Clauses Needing Close Attention, p.95 
12. Improvement Clauses, P.98 
13.  Licensee and Assignor Estoppels, p.98 

 
V. IP VALUATION AND ROYALTY DETERMINATION 

1.  Martin Landis — “Pricing...Technology” — ON RESERVE 
2.  Tom Arnold — “100 Factors...”— ON RESERVE 
3.  Royalties —Most Important Factors, p.100 
4.  Royalties, p.102 
5.  Industry Standards, p.104 
6.  Royalty Differentiation, p.105 
7.  Payment Clause, p.109 
8.  Gordon Smith — “IP Valuation”, p.112 
9. Appraiser’s Assumption, p.121 
10. 20 Steps for Pricing a Patent, p.123 
11, Royalty-Free License, p.125 
12. J. Timothy Cromley — “20 Steps for Pricing a Patent” — ON RESERVE 

 
VI. LICENSING CASE HISTORIES 

1.  Clock Calculator Patent, p.128 
2.  Gould Laser Patents, p.132 
3.  “Workmate” Patent, p.137 (OPTIONAL)  
 

VII. TRADE SECRETS — PATENT/TRADE SECRET INTERFACE — 
TRADE SECRET LICENSING 
1.  Ken Payne — “Trade Secret Licensing...” — ON RESERVE 
2.  Trade Secret Slides, p.141 
3. Corporate Practice, p.157 
4. Sarbanes-Oxley Act of 2002, p.158 
5.  Karl Jorda, — “Trade Secrets and Trade Secret Licensing” — p.161 
6. Trade Secrets — True & False, p.176 
7. The Black Box Dilemma Slides, p.178 
8.  Sample Release Policies, p.183 
9.  Sample Confidentiality Agreements, p.190 
10.  Mel Jager — “Hybrid Trade Secret Licensing in the U.S.”, p.194  
11.  Hybrid Licenses, p.215 



 
 
 
 

 
 

 VIII.     ILLUSTRATIVE LICENSES 
1. VORTRAN License Agreement, p.216 
2. ABC/XYZ License, p.227 
3. Basic Considerations, p.246 

 
IX. TRADEMARK LICENSING AND FRANCHISING 

1  Siegrun Kane — “Assigning a Trademark” — ON RESERVE 
2.  Siegrun Kane — “Licensing a Trademark” — ON RESERVE 
3. Trademark Slides, p.248 
4.  Trademark Act, Section 1060, p.257 
5.  Operative Language, p.258 
6.  Assignment of Trademark Registration, p.259 
7.  USTA Bulletin — “Quality Control”, p.260 

 8. Franchising Slides, p.265 
 
X. MISUSE AND ANTITRUST CONSIDERATIONS 

1.  Antitrust Statutes, p.278 
2.  Antitrust/IP Misuse, p.279 
3.  Brulotte v. Thys, p.280 
4.  Harold See — “The Trouble with Brulotte ...”, p.285 
5.  The Nine No-No’s, p.286 
6.  Antitrust Guidelines, p.288 
7.  Rule of Reason, p.289 
8.  Market Analyses, p.290 
9.  Hart-Scott-Rodino Act, p.291 
10.  The Tokyo Disconnection, p.294 
11.  Tom Meloro —  “Overview of Antitrust and Misuse Issues...”, p.296 

(OPTIONAL) 
 
XI. INTERNATIONAL LICENSING 

1. William Brunet — “International Licensing and Technology Transfer” — 
ON RESERVE 

2.  Foreign Licensing, p.382 
3.  Divergence, p.383 
4.  Patent Systems: Divergence, p.384 
5.  Comparison of Legal Traditions, p.385 
6.  Cultural Differences, p.386 
7.  “Article 00”, p.387 
8.  David Hill — “Licensing in the Far East”, p.388 
9.  Karl Jorda — “Patent Solicitation and Licensing in Japan...”, p.412 
10.  Competition Law, p.416 
11.  Dirk Schuessler-Langeheine, “Licensing in the European Union”, p.417 

 
XII. DUE DILIGENCE — LICENSING NEGOTIATIONS — BANKRUPTCY 

AND LICENSES — ADMINISTRATION OF LICENSING PROGRAM  
1. William H. Venema — “Intellectual Property Due Diligence” — ON 

RESERVE 
2. Due Diligence, p.458 



 
 
 
 

 
 
 
3.  Diligence, p.459 

 4.        Ed White — “Notes for Negotiating”, p.460 
5.  Ed White — “Definition of a Good License”, p.469 
6.  Negotiation Tactics, p.470 
7.  Negotiation of Licensing Agreements, p.473 
8 Bankruptcy and Licensing, p.475 
9.  Administration of Licensing Program, p.476 
 

 
APPENDICES 
 1. Karl Jorda — “Color Me Confused, Confounded”, p.477 
 2. Karl Jorda — “Color Me Confused, Confounded — Revisited”, p.481 

3. Karl Jorda — “The Best Mode Requirement: What is Fact and What is 
Fiction,” p.483 

4. Karl Jorda — “The ‘Differences’ between Patents and Trade Secrets,” 
p.486 

5. Karl Jorda — “Patent Come and Go — Trade Secrets are Forever,”, p.489 
 

KFJ/Ruh/8.21.07 
 


